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1. Claims 1,2,4-21,23-28 are pending. Claims 18,19 have been amended. 

Response to Amendment 

2. Applicant's arguments filed 5/01/06 with respect to claims 1 ,2,4-21 ,23-28 have 
been considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §112 

3. Claims 1-2,4-21,23-28 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. 

(i.e.: applicant claimed "transmitting the outgoing email communication if the 
domain name is included in the incoming domain name list, OR otherwise generating a 
prompt for a user to confirm an e-mail address associated with the intended recipient of 
the outgoing e-mail communication" . Examiner was unabled determined what the 
invention was really was). 

4. Claims 1-2,4-21 ,23-28 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

(i.e.: transmitting the outgoing email communication if the domain name is 
included in the incoming domain name list, OR otherwise generating a prompt for a user 
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to confirm an e-mail address associated with the intended recipient of the outgoing e- 
mail communication. It was unclear the option claimed may or may be not included). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1,2,4-21,23-28 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Paul [6,052,709]. 

5. As per claim 1 , Paul discloses a method of providing a system for automatically 
checking for an incorrect e-mail address in an outgoing e-mail communication [Paul, 
controlling delivery of unsolicited email, abstract], comprising: 

creating an incoming domain name list in a memory [Paul, an exclusion list 
manager, col 5 line 63-col 6 line 16, Fig 2]; receiving an incoming email communication 
[Paul, incoming email, col 8 lines 1-32]; 

extracting a domain name from a sender's email address from the incoming 
email communications [Paul, extracts the source header, compare the domain, col 5 
lines 1-45]; 

storing the domain name in the incoming domain name list in the a memory 
[Paul, stored exclusion list, col 6 lines 1-25]; 
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checking if a domain name of the e-mail address associated with an intended 
recipient of the outgoing e-mail communication is included in the incoming domain 
name list in the memory [Paul, Filter or compare the domain of message, col 5 lines 34- 
45; col 7 lines 15-35; col 8 lines 1-67]; and 

transmitting the outgoing email communication if the domain name is included in 
the incoming domain name list [Paul, forward to the user's respective user sites, col 8 
lines 45-55], 

(OR) otherwise generating a prompt for a user to confirm an e-mail address 
associated with the intended recipient of the outgoing e-mail communication [Paul, alert 
signal, col 5 lines 20-32], 

6. As per claim 2, Paul discloses extracting a domain name from each e-mail 
address provided in the outgoing e-mail communication, wherein the e-mail 
communication is transmitted after checking each extracted domain name in the list of 
domain names, and confirming each e-mail address for which the extracted domain 
name is not included in the incoming domain name list [Paul, extract data, data 
analyzed, col 5 lines 1-32]. 

7. As per claim 4, Paul discloses receiving a corrected e-mail address from the user 
in response to the prompt; and repeating the steps of checking a corrected domain 
name and generating a prompt if the corrected domain name is not included in the 
incoming domain name list, until the user either confirms that the domain name 
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provided in the e-mail address is correct or provides a domain name that is in the list of 
domain names [Paul, extract data, data analyzed, alert signal, col 5 lines 1-32], 

8. As per claim 5, Paul discloses the outgoing e-mail communication is intercepted 
in an e-mail server to check the domain name in the e-mail address prior to 
transmission [Paul, filtering outgoing message, col 8 lines 1-32]. 

9. As per claim 6, Paul discloses the prompt is an e-mail message from the e-mail 
server to the user [Paul, alert signal, col 5 lines 1-32]. 

10. As per claim 7, Paul discloses the prompt is a network message to the user 
[Paul, alert signal, col 5 lines 1-32]. 

11. As per claims 21 ,23-25 contain the similar limitations as set forth in claims 1-2,4- 
7. Therefore claims 21 ,23-25 are rejected by the same rationale set forth claims 1-2,4-7. 

12. As per claim 8 Paul discloses A method of automatically checking for misspelled 
e-mail addresses in outgoing e-mail communications prior to transmission by an e-mail 
communications server, comprising: 

receiving email communications incoming to the email communications server; 
creating a domain name database [Paul server, Fig 1; domain source, col 5 lines 34-45; 
database, col 9 lines 5-12]; 
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extracting domain names in senders' e-mail addresses from the e-mail 
communications incoming to the email communications server; storing extracted 
domain names in the domain name database [Paul, extract, col 5 lines 1-45]; 

receiving outgoing e-mail communications from client computers connected to 
the e-mail communications server through a local network [Paul incoming and outgoing 
message, col 8 lines 1-67]; 

searching the domain name database for domain names spelled similarly to the 
domain names in e-mail addresses associated with intended recipients of the outgoing 
e-mail communication routed in the outgoing e-mail communications [Paul, filter and 
compare the incoming and outgoing message, col 8 lines 1-67]; 

generating an error prompt upon detecting that a domain name in an e-mail 
address provided in an outgoing e-mail communication is misspelled [Paul, alert signal, 
col 5 lines 21-32], 

13. As per claim 9, Paul discloses searching for similarly spelled domain names is 
performed by checking each alphanumeric character comprised in the extracted domain 
name with the alpha-numeric characters (i.e.: text) comprised in the domain names in 
the database, and detecting when there is at least one but no more than a maximum 
number of discrepancies between a domain name in the domain name database and 
the extracted domain [Paul, database, col 9 lines 5-12; similar text, col 6 lines 45-58], 
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14. As per claim 10, Paul discloses searching for similarly spelled domain names is 
performed by removing an alpha-numeric character from the extracted domain name 
and searching the domain name database for a domain name consisting of at least 
each of the remaining alphanumeric characters in the extracted domain name [Paul, 
extract data, data analyzed, alert signal, col 5 lines 1-32]. 



1 5. As per claim 1 1 , Paul discloses searching for similarly spelled domain names is 
performed by comparing the extracted domain name with reference domain names 
stored in the domain name database according to predetermined spelling grammar 
algorithms [Paul, extract data, data analyzed, alert signal, col 5 lines 1-32]. 



16. As per claims 12,13 Paul discloses the error prompt is an e-mail message from 
the e-mail server to the client computer transmitting the e-mail communication [Paul, Fig 

1]. 



17. As per claim 14, Paul discloses determining whether extracted domain names 
are already stored in the domain name database, whereby only a single copy of an 
extracted domain name is stored in the domain name database as inherent feature of 
database. 

18. As per claim 15, Paul discloses storing tally information in the domain name 
database to tally the frequency in which domain names in the domain name database 
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are extracted from incoming e-mail communications as inherent feature of domain list or 
database. 

19. As per claim 16, Paul discloses deleting domain names from the domain name 
database that are not frequently extracted from incoming e-mail communications 
according to respective tally information as inherent feature of domain list or database. 

20. As per claim 17, Paul discloses the tally information for each domain name in the 
domain name database includes the calendar date in which the domain name was most 
recently extracted as inherent feature of domain list or database. 

21. As per claims 18-20 contain the similar limitations as set forth in claims 8-17. 
Therefore claims 18-25 are rejected by the same rationale set forth claims 8-17. 

22. As per claim 18 An e-mail server for automatically checking for misspelled e-mail 
addresses in outgoing e-mail communications prior to transmission by an e-mail 
communications server, comprising: 

an interceptor (i.e.: filter) for extracting domain names from e-mail addresses provided 
in incoming and outgoing e-mail communications [Paul, filter and compare the domain, 
col 5 lines 34-45; incoming and outgoing message, col 8 lines 1-55]; 
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a database generator for generating a domain name database for storing domain 
names extracted from sender's e-mail addresses in incoming e-mail communications 
[Paul, database, col 9 lines 5-12]; and 

a checker for searching the domain name database for domain names spelled similarly 
to the domain names in e-mail addresses associated with intended recipients of in the 
outgoing e-mail communications [Paul, similar text, col 6 lines 45-58], wherein the e- 
mail server prompts the user when it detects misspelled domain names in e-mail 
addresses in outgoing e-mail communications [Paul, alert signal, col 5 lines 21-32]. 

23. As per claim 26, Paul discloses an e-mail communications system stored in a 
client computer for automatically checking for incorrect e-mail addresses provided in 
outgoing e-mail communications from the client computer prior to transmission to an e- 
mail server, comprising: 

an address extractor for extracting senders' e-mail addresses from incoming 
e-mail communications [Paul, filter and compare the domain, col 5 lines 34-45; incoming 
and outgoing message, col 8 lines 1-55]; 

a previous sender addresses memory for storing e-mail addresses extracted 
from senders' e-mail addresses in incoming e-mail communications [Paul, earlier source 
in server listed, col 5 lines 34-45]; and 

a checker for searching the previous sender addresses memory for e-mail 
addresses of intended recipients of the that are provided in outgoing e-mail 
communications [Paul, earlier source in server listed, col 5 lines 34-45], wherein the 
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checker generates a prompt for verification of an email address of an intended recipient 
upon detecting that an e-mail address of an intended recipient in an outgoing e-mail 
communication is not present in the previous sender addresses memory [Paul filter or 
compare the incoming and outgoing message or domain of message, col 5 lines 34-45; 
col 7 lines 15-35; col 8 lines 1-67]. 

24. As per claim 27, Paul discloses the previous sender addresses memory is 
included in an e-mail address directory [Paul, earlier source in server listed, col 5 lines 



25. As per claim 28, Paul discloses the e-mail address directory additionally stores 
user-specified e-mail addresses [Paul, an exclusion list manager, col 5 lien 63-col 6 line 
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